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DETAILED ACTION 



Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim(s) 1-11 is/are rejected under 35 U.S.C. 101 as not falling within one of 
the four statutory categories of invention. Supreme Court precedent 1 and recent 
Federal Circuit decisions 2 indicate that a statutory "process" under 35 U.S.C. 101 must 
(1) be tied to another statutory category (such as a particular apparatus), or (2) 
transform underlying subject matter (such as an article or material) to a different state or 
thing. While the instant claim(s) recite a series of steps or acts to be performed, the 
claim(s) neither transform underlying subject matter nor positively tie to another 
statutory category that accomplishes the claimed method steps, and therefore do not 
qualify as a statutory process. The method of modifying a marketing steps, which listed 
in the claims, are not tied to the device that performs the editing process. 



1 Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. 
Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 

2 In re Bilski, 88 USPQ2d 1385 (Fed. Cir. 2008). 
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Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-23 are rejected under 35 U.S.C. 102(B) as being anticipated by 
Freeman et al (US 2001/0013123). 

Regarding Claim 1: Freeman et al discloses a method for modifying a marketing stored 
within a memory of a Digital Video Recorder (DVR) comprising: receiving a television 
program containing an original marketing from a service provider (paragraph 0027); 
storing the television program in the memory (paragraph 0072); sending a user ID and 
a program ID to the service provider to cause a local marketing content (paragraph 
0031), based upon the user ID and the program ID, to be sent to the DVR; (paragraph 
0090); determining whether a local marketing content has been received at the 
DVR(paragraph 0064); responsive to the determination that the local marketing content 
has been received at the DVR (paragraph 0064), creating a modified marketing by 
modifying the original marketing with the local marketing content (paragraph 0090); and 
displaying the television program with the modified marketing upon a user request 
(paragraph 0090 and fig. 1a element 110). 

Regarding Claim 2: Freeman et al discloses a method of claim 1 further comprising: 
determining whether a message indicating that no local marketing content exists for the 
television program has been received (paragraph 0033); and responsive to the 
determination that the message indicating that no local marketing content exists for the 
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television program has been received, displaying the television program with the original 
marketing upon the user request (paragraph 0033 and fig. 1a element 110). 
Regarding Claim 3: Freeman et al discloses a method of claim 2 further comprising: 
responsive to the determination that the local marketing content has been received 
(paragraph 0064 and 0073), determining whether the local marketing content is add-on 
marketing (paragraph 0073); and responsive to the determination that the local 
marketing content is add-on marketing, creating the modified marketing by adding the 
add-on marketing into the television program without modifying the substance of original 
marketing (paragraph 0090). 

Regarding Claim 4: Freeman et al discloses a method of claim 3 further comprising: 
responsive to the determination that a local marketing content has been received, 
determining whether the local marketing content is replacement marketing (paragraph 
0090); and responsive to the determination that the local marketing content is 
replacement marketing, creating the modified marketing by replacing the original 
marketing with the replacement marketing (paragraph 0090). 
Regarding Claim 5: Freeman et al discloses a method of claim 4 further comprising: 
responsive to the determination that a local marketing content has been received, 
determining whether the local marketing content is overlay marketing (paragraph 0073 
and 90); and responsive to the determination that the local marketing content is overlay 
marketing, creating the modified marketing by placing the overlay marketing over the 
original marketing (paragraph 0073 and 0090). 
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Regarding Claim 6: Freeman et al discloses a method for modifying a marketing stored 
within a memory of a Digital Video Recorder (DVR) comprising: receiving a user ID and 
a program ID (paragraph 0049); determining the location of a user based on the user 
ID (paragraph 0049); determining whether a local marketing content exists for a 
television program based on the program ID (paragraph 0073 and 0083); and 
responsive to the determination that the local marketing content does exist, sending the 
local marketing content to the DVR (paragraph 0073). 

Regarding Claims 7, 9-11: Claims 7 and 9-1 1 are rejected for the same subject matter 
as claims 2-5 respectively. 

Regarding Claim 8: Freeman et al discloses a method of claim 7 wherein the location 
of the user is determined by cross-referencing the user ID with information stored in a 
user profile (paragraph 0049). 

Regarding Claims 12-22: Claims 12-22 are rejected for the same subject matter as 
claims 1-11 respectively. 

Regarding Claims 23: Claims 23 is rejected for the same subject matter as claims 1- 
11. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL TEKLE whose telephone number is (571)270- 
1117. The examiner can normally be reached on 7:30am to 5:00pm M-R and 7:30-4:00 
Every other Friday.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha D. Banks-Harold can be reached on 571-272-7905. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Marsha D. Banks-Harold/ 

Supervisory Patent Examiner, Art Unit 2621 

/Daniel Tekle/ 
Examiner, Art Unit 2621 



